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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )□ Responsive to communication(s) filed on . 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

2. The drawings contained three sheets of figures 1-4 were received on 5/6/2004. 
These drawings are approved by the Examiner. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

4. The disclosure is objected to because of the following informalities: The brief 
descriptions of figures 3 and 4 as provided in sections [0016]-[0017] are confusing with 
respect to the detailed descriptions provided in sections [0020] and [0026]. In particular, 
while section [0016] states that the figure 3 shows a microscope having an arrangement 
for compensating the image offset produced by an analyzer; however, in section [0020], 
it is noted that figure 3 shows a microscope having a fluorescent device. In the same 
viewpoint, while section [0017] states that the figure 4 shows a microscope having a 
fluorescent device; however, in section [0026], it is noted that the figure 4 shows a 
microscope having an arrangement for compensating the image offset produced by an 
analyzer. Appropriate correction is required. 
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5. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The specification has not provided support for the 
arrangement of the analyzer and the wedge plates inside a common mount as recited in 
claim 4. Applicant is respectfully invited to review the specification, in particular, section 
[0018], in which the specification discloses that the wedge plates are arranged inside a 
receiving ring (4). 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 9-1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a) Claim 9 is indefinite because the claim is dependent upon itself. 

b) The remaining claims are dependent upon the rejected base claim and thus 
inherit the deficiency thereof. 

Claim Objections 

8. Claims 1 and 8 are objected to because of the following informalities. 
Appropriate correction is required. 

a) In claim 1: on line 8, "plate" should be changed to -plates- (see also claim 2, 
line 2; claim 3, line 2, etc.). 
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b) In claim 8: on line 9, "plate" should be changed to -plates-. It is also 
suggested that the terms thereof -the steps of- should be added after 
"comprising" appeared on line 1 . 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-11, as best as understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Takabayashi et al (EP 510 329, submitted by applicant) in view 
of Aono (Japanese reference No. 2001-91822). 

Takabayashi et al disclose an optical system. The system as described in 
columns 8-11 and shown in figure 4 comprises the following features: First, an 
interference contrast transmitted-light device (C2) having an analyzer (39) which 
is able to insert into the imaging light path wherein the analyzer inherently causes 
a beam deflection; Second, a fluorescent device (C1); Third, the interference 
contrast transmitted-light device and the fluorescent device is selectably and 
alternatively inserted into the imaging light path via a mechanism (47-48); Fourth, 
a receiving system having a CCD for receiving images provided by the 
interference contrast transmitted-light device and the fluorescent device; Fifth, a 
control system having a CPU (51), a memory (50), ...for processing the images. 
See columns 10-11. Regarding to the feature that the analyzer is a polarizing 
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film, such a feature is inherent from the structure of the analyzer because the 
analyzer is inherently a combination of a polarizing film formed on a substrate. 
The only feature missing from the system provided by Takabayashi et al is that 
they do not state the use of a compensating element after the analyzer for the 
purpose of cancellation the beam deflection of the analyzer. 
The use of a compensating element after an analyzer for the purpose of 
compensating for the change in optical path length caused by the changes in 
fluorescent cubes is known to one skilled in the art as can be seen in the 
microscope having fluorescent device and interference contrast transmitted-light 
device provided by Aono. In particular, in columns 11+ and figure 7, Aono 
disclose a compensating element (43) in the form of two wedged-plates (43a and 
43b) of the same configuration wherein the compensating element is disposed 
after the analyzer (25). While Aono does not clearly state that the movement of 
one of the wedged-shaped plates is compensated for the change in the beam 
deflection caused by the analyzer; however, such a result is obtained due to the 
movement of the at least one wedged-shaped plate of the compensating 
element. Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to modify the system as provided by Takabayashi et al by 
using a compensating element in the form of two wedged-shaped plates 
disposed after an analyzer as suggested by Aono for the purpose of 
compensating for the change in beam deflection caused by the analyzer. 
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Regarding to the method as recited in the present claim 8-11, it would have been 
obvious to one skilled in the art at the time the invention was made to set forth a 
set of steps which includes the step of receiving an image by using the 
interference contrast transmitted-light device (C2), the step of receiving an image 
by using the fluorescent cube (C1) via the mechanism (47-48), the step of 
combination the two images (see Takabayashi et al, columns 10-11), and then 
the step of utilizing a compensating element after the analyzer for the purpose of 
compensating the change in beam deflection caused by the analyzer. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. It is noted that duplicate citations of the Germany reference 35 42 
218 have been lined-through to prevent that reference from being printed twice on the 
face of the patent should this application pass to issue. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (571) 
272-2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on (571) 272-2312. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/840,133 Page 7 

Art Unit: 2872 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact^the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). . , 



Thoiyj Nguyen 
Primary Examiner 
Art Unit 2872 




